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Abstract: 
This chapter introduces the legal questions surrounding trade marks for cannabis-related brands within the law of the European Union (EU). It reviews the Union’s current system of obtaining and enforcing trade marks in the context of cannabis-related products and services. Thus, it will consider the particular issues that may occur when seeking registration of such trade marks, such as the criterion of distinctiveness. A particular focus will be on explaining the exclusion from trade mark protection within the EU of such marks which are “contrary to public policy or accepted principles of morality”.  This, of course, is a very contentious issue within many EU Member States still banning recreational or even medical uses of cannabis products. The relevant case law on this matter will be discussed. 
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1. Introduction:
On 1st April, many countries celebrate April Fools’ Day, a day known for pranks and practical jokes. But in 2024, the German legislator was not fooling anyone when it enacted one of the main electoral pledges of the German coalition government formed by the Social Democratic Party of Germany, the Greens and the Liberals.[footnoteRef:1] The Act on Cannabis expanded the permitted uses of cannabis products within the Federal Republic of Germany.[footnoteRef:2] While the law still bans many uses of cannabis, individuals are allowed to possess up to twenty-five grams of cannabis and grow up to three plants at home for personal use. The law is, however, very restrictive compared to other countries that have legalised and regulated the uses of Cannabis products like Canada. One notable difference is that German law does not include provisions for establishing a regulated commercial retail market for cannabis due to concerns about potential violations of EU law.[footnoteRef:3]   [1:  Lily Bayer, ‘Cannabis users celebrate relaxation of laws on personal use in Germany’ (The Guardian, 01 April 2024) <https://www.theguardian.com/world/2024/apr/01/germany-legal-cannabis-weed-laws-personal-use> accessed 09 July 2024.]  [2:  Gesetz  zum kontrollierten Umgang mit Cannabis und zur Änderung weiterer Vorschriften Cannabisgesetz – CanG) vom 27. März 2024.]  [3:  Transform Drug Policy Foundation, ‘German Cannabis Legislation explained’ (07 March 2024) https://transformdrugs.org/blog/german-cannabis-legalisation-explained#:~:text=After%20several%20years%20of%20debate,in%20favour%2050%20to%2016. Accessed 09 July 2024.] 

For companies wishing to use trade marks to advertise their products and services, the German legislation may well just be a “joke”; it clearly is not the hoped “dam buster” leading to wider commercial uses of cannabis products and services in the Federal Republic. However, the ongoing debates in other countries about expanding permissible uses of cannabis raise the interesting question of whether trade marks can be obtained for cannabis-related products or services in the EU.[footnoteRef:4] Using trade marks to promote illegal substances would obviously be counterproductive in combatting an illegal substance. But should this alleged tendency to “liberalise” continue and commercial uses come into play, the use of trade marks to advertise products or services becomes crucial.  [4:  Yann Basire and Stefan Martin, ’Public Policy and Morality in Trademark Examination in the European Union’ (2023) The Trademark Reporter 590-629,  613.] 

This chapter will address the current situation regarding the possibility of registering so-called EU trade marks for cannabis-related products and services within the EU. These trade marks can be registered for the entire EU territory through the European Union Intellectual Property Office (EUIPO). However, the twenty-seven Member States of the EU have varying approaches to regulating cannabis, which poses a challenge to granting a unitary right to promote these products: how can a unitary right that will be used to promote products be granted when there is such disunity on whether these products are legal or not? The EU’s lack of overall exclusive competence on this matter further complicates the regulatory landscape. The chapter will provide an overview of the EU trade mark focusing on the major obstacles related to trade marks for cannabis-related products or services, such as distinctiveness. A key issue to be discussed is whether trade marks for such products or services would go against public policy or accepted principles of morality, which is a major barrier to registration.

2. Main Body

2.1. The trade mark system in the European Union
The EU’s trade mark system comprises two legal elements. First, a Directive  was issued to standardise national trade mark laws, reducing differences in national trade mark legislation, especially regarding what can be protected as a trade mark and how trade marks for services are registered.[footnoteRef:5] Second, a Regulation was enacted to establish a single trade mark that is valid throughout the entire EU. [footnoteRef:6] This EU trade mark can be acquired by applying at the EUIPO located in Alicante, Spain. Prior to the UK's departure from the EU, these rights extended to the UK, and EU trade marks registered by the EUIPO before 1st January 2021, were automatically replicated as comparable rights in the UK.  [5:  First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks, OJ L 40, 11.2.1989, p. 1.]  [6:  Regulation (EU) 2017/1001 of the European Parliament and of the Council of 14 June 2017 on the European Union trade mark (hereafter: EU Trade Mark Regulation).] 

In addition to regular EU trade marks that are registered to indicate the source of goods or services from a specific entity, Collective and Certification Marks can also be registered. [footnoteRef:7] Collective marks indicate goods or services originating from a specific organisation rather than an individual entity. For example, "Darjeeling" is owned by the Tea Board of India, and "Bavarian Beer" is registered by the Bavarian Association of Brewers. EU Collective Trade Marks can be used by anyone who meets the criteria set out in regulations covering the use of the mark. [footnoteRef:8] For instance, they could be used by cannabis licensing authorities, enabling all association members to apply the mark to their goods. Certification marks, on the other hand, indicate that certain goods and services possess specific characteristics rather than designating trade origin. These marks were only added with the recent revision of the EU trade mark system. However, the main focus of this chapter is on the law of trade marks rather than that of certification or collective marks.  [7:  EU Trade Mark Regulation, Articles 74 and 83.]  [8:  EU Trade Mark Regulation, Article 78.] 

2.2. Registering Cannabis related trade marks in the European Union
Trade mark registrations for cannabis products can cover more than just the plants or products derived from the cannabis plant. They can also include vaping equipment, shops, cafes, and services related to these products. In the EU, there is no specific legislation regarding the registration of trade marks for cannabis-related goods or services. Instead, the same criteria as for any other trade mark application under the EU Trade Mark Regulation apply. According to EU trade mark law, a trade mark is defined as a sign that is able to distinguish the goods or services of one undertaking from those of other undertakings and which can be represented on the Register of EU trade marks “in a manner which enables the competent authorities and the public to determine the clear and precise subject matter of the protection afforded to its proprietor.”[footnoteRef:9] The recent amendment to the law eliminated the requirement for a sign to be graphically represented,[footnoteRef:10] making it easier to register so-called exotic marks such as colours and sounds.[footnoteRef:11] The Regulation specifies that signs can include words, designs, letters, numerals, colours, the shape of goods or packaging of goods, or sounds. [footnoteRef:12] [9:  EU Trade Mark Regulation, Article 4 (a)(b).]  [10:  EU Trade Mark Regulation, Recital 10.]  [11:  See the decision of the CJEU in the Shied Mark BV v. Joost Kist case where the tow marks in question was the “crowing of a cock” and the first nine notes of Beethoven’s “Für Elise” - C-283/01, Shield Mark BV v Joost Kist, Judgment of the Court (Sixth Chamber) of 27 November 2003, [15]-[19]. Previously, the requirement of having to produce a graphical representation of a sound mark presented difficulties to applicants.]  [12:  EU Trade Mark Regulation, Article 4.] 

2.2.1. Classes of goods and services for trade mark registration
As previously mentioned, trade marks can be obtained for either goods or services. The EU Trade Mark Regulation mandates the EUIPO to adhere to the Nice Agreement of 1957 concerning the International Classification of Goods and Services. [footnoteRef:13] As a result, applicants for an EU trade mark must specify the goods or services for which trade mark registration is sought. [footnoteRef:14]  There are a total of forty-five classes of goods and services (thirty-four classes for goods and eleven classes for services), which are further divided into various sub-categories  With Cannabis related products or services, the class headings Class 3 (Cosmetics, essential oils, Class 5 – Pharmaceuticals and natural remedies, dietary supplements), Class 29 (Edible oils), Class 30 (Coffee and tea and their substitutes, bakery products, processed plant-based foods), Class 31 (Unprocessed plants), Class 32 (Non-alcoholic beverages), Class 34 (Tobacco products and tobacco substitutes), Class 35 (Retail of cosmetics, retail of food and beverages) and Class 43 (Restaurants and cafes) are likely to be relevant for applicants seeking to register trade marks in the EU. [13:  Nice Agreement Concerning the International Classification of Goods and Services for the Purposes of the Registration of Marks (as amended on September 28, 1979)]  [14:  Commission implementing Regulation (EU) 2018/626 of 5 March 2018 laying down detailed rules for implementing certain provisions of Regulation (EU) 2017/1001 of the European Parliament and of the Council on the European Union trade mark, and repealing Implementing Regulation (EU) 2017/1431, Article 2 (1) (c).] 

The EUIPO initially applied a lenient approach by allowing trade mark applicants to claim all sub-classes of a class by simply using the heading of that class. This resulted in trade mark owners obtaining overly broad product claims,[footnoteRef:15] namely by taking the "lazy option"[footnoteRef:16] of reproducing just the class heading in their applications. However, after the CJEU issued its IP Translator decision, the EUIPO had to change its approach. The CJEU required that the goods and services for which trade mark protection is sought be clearly and precisely identified by the applicant to enable authorities and businesses to determine the extent of the protection provided by the trade mark. [footnoteRef:17] As a result, the EUIPO adopted the Court’s ruling,[footnoteRef:18] which means that applicants can no longer claim entire sub-classes by using an entire class heading. Instead, they must expressly indicate whether they intend to “cover all the goods or services in the alphabetical list of the class in question”. [footnoteRef:19] This is relevant for cannabis related trademarks because applicants should consider which products or services they wish to operate their business in before applying for an EU trade mark. [15:  Alexander von Mühlendahl, Dimitris Botis, Spyros Maniatis, Imogen Wiseman, Trade Mark Law in Europe (3rd edn., OUP 2016) [4.191].]  [16:   J. Mellor, D. Llewelyn, T. Moody-Stuart, D. Keeling, I. Berkeley and A. Chantrielle, Kerly's Law of Trade Marks and Trade Names (17th. Edn., Thomson Reuter 2024) [6-019].]  [17:  Chartered Institute of Patent Attorneys v Registrar of Trade Marks [2012] E.T.M.R. 42 [64].]  [18:  Communication No 2/12 of the President of the Office of June 20, 2012, concerning the use of class headings in lists of goods and services for Community trade mark applications and registrations. ]  [19:  Ibid, Point VII.] 

2.2.2. Absolute Grounds of refusal, Article 7 EU Trade Mark Regulation
The EU’s trade mark law prohibits certain trade marks from being registered. These absolute grounds of refusal are assessed by the EUIPO ex offico. One important barrier to trade mark registration is distinctiveness, meaning that trade marks must not be devoid of any distinctive character.[footnoteRef:20]  Distinctiveness is crucial in trade mark law as it relates to the mark's ability to identify the origin of goods and services.[footnoteRef:21] This ground of refusal was applied in a case involving cannabis products, decided by the 4th Board of Appeal of the EUIPO.[footnoteRef:22] The applicant wanted to register the sign below (Fig. 1) for various goods and services in relation to cosmetics, products for medical, medicinal, veterinary, dietetic or sanitary purposes, foodstuff, plants, electronic cigarettes and retail, mail order, catalogue and online services related to these products in Classes 3, 5, 29, 30, 31, 34 and 35.  [20:  Trade Mark Regulation, Article 7 (1)(b) EU. This ground often overlaps with Article 7 (1) (c) ( where the sign is descriptive of the goods and services) and Article 7 (1) (d) of the Regulation. ]  [21:  In this line the Court of Justice held that distinctiveness relates to the “capacity of the mark to identify the goods or services for which it has been registered as coming from a particular undertaking” – (C-342/97, Lloyd Schuhfabrik Meyer & Co. GmbH v Klijsen Handel BV., Judgment of the Court of 22 June 1999, [22]).]  [22:  R2135/2020-4 EUIPO (4th Board of Appeal) 04.05.2021.  ] 
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 (Fig. 1; “JustCBD” figurative mark)

The EUIPO examiner partially refused the application, stating that the English-speaking consumer would perceive the sign as simply meaning "cannabidiol" and thus “merely informed consumers that the goods for which protection was sought merely contained CBD, that CBD was their principal compound or that the retailed goods contained CBD as their main compound.”[footnoteRef:23]  The examiner believed that the inclusion of three small leaves in the logo was negligible and did not make the mark distinctive. It would rather reinforce the meaning of CBD. In response, the applicant argued that the leaves may not necessarily depict cannabis leaves, that CBD is just one of 113 cannabinoids, and that the term "just" could also mean "fair." Additionally, the applicant pointed out that most EU consumers may not be native English speakers. [footnoteRef:24] [23:  R2135/2020-4 EUIPO (4th Board of Appeal) 04.05.2021 [3].]  [24:  R2135/2020-4 EUIPO (4th Board of Appeal) 04.05.2021 [5] – [7].] 

The Board of Appeal found that the entire sign lacked distinctive character. It explained that even though adding the word “just” could be viewed as a form of advertising, it would not make the sign distinctive. The term “just CBD” was considered not unusual or uncommon by the average consumer.[footnoteRef:25] The Board also agreed with the examiner’s assessment of the figurative element and discarded the appellant’s point that the figurative element would render the mark distinctive: “[A] figurative sign remains devoid of distinctive character if its graphical elements do not divert the relevant public´s attention from the descriptive message conveyed by the words.”[footnoteRef:26] It concluded that the figurative elements would not be striking enough as they were smaller compared to the terms “Just” and “CBD” which were considered more striking elements of the mark. [25:  R2135/2020-4 EUIPO (4th Board of Appeal) 04.05.2021 [18] - [20].]  [26:  R2135/2020-4 EUIPO (4th Board of Appeal) 04.05.2021 [24].] 

Concepts related to the absolute ground of lacking distinctive character are descriptiveness,[footnoteRef:27] and genericism.[footnoteRef:28] Descriptiveness is based on a pro-competitive rationale which allows descriptive signs or indications related to the categories of goods or services to be freely used by all, serving the public interest. [footnoteRef:29] This means that terms that immediately convey information about the goods or services applied for may not be registrable.[footnoteRef:30] Terms such as “weed,”[footnoteRef:31] “marijuana”, or “ganja” often used in relation to cannabis would thus be considered descriptive. This issue was discussed in a decision by the Board of Appeal at the EUIPO. The applicant sought to register the word mark “Mango Kush.”[footnoteRef:32]  The Board agreed with the examiner in finding that the term would refer to a cannabis variety and supplemented that the term “Kush” would connote “a form of cannabis made from a particular variety or strain of the indica subspecies of the cannabis plant, Cannabis Savita indica, and typically containing a high level of [tetrahydrocannabinol] THC; (also) plants of this variety or strain” according to the Oxford English Dictionary.[footnoteRef:33] The addition of “Mango” would mean that the cannabis variety would have a mango taste.[footnoteRef:34] The Board concluded that the term would be descriptive for many product groups the applicant wanted to register for in classes 30 and 34, such as “Herbs for smoking,” ”e-cigarette liquids,” “chemical flavourings in liquid form used to refill electronic cigarette cartridges,” or “Cartridges sold filled with chemical flavourings in liquid form for electronic cigarettes.” However, the Board found that the mark would not be descriptive in relation to smoking equipment without a direct connection to specific ingredients or flavourings, such as “Cigarette paper,” “Tobacco storage tins” and “Tobacco pipes.”[footnoteRef:35]  [27:  EU Trade Mark Regulation, Article 7 (1)(c).]  [28:  EU Trade Mark Regulation, Article 7 (1)(d).]  [29:  Joined cases C-108/97 and C-109/97 Windsurfing Chiemsee, Judgment of the Court of 4 May 1999, [25].]  [30:  EUIPO, Trade Mark Guidelines, Part B Section 4 1.1. ]  [31:  In the Bavaria Weed decision which will be discussed below, the examiner and Board of Appeal of the EUIPON found that the term weed would be understood by the relevant consumers as relating to “Marihuana” -  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021, [24].]  [32:  Case R 2006/2020-2 In re Shape Sols. GmbH,  Decision of the 2nd Board of Appeal of the EUIPO of 19 July 2021.]  [33:  Case R 2006/2020-2 In re Shape Sols. GmbH,  Decision of the 2nd Board of Appeal of the EUIPO of 19 July 2021, [25].]  [34:  Case R 2006/2020-2 In re Shape Sols. GmbH,  Decision of the 2nd Board of Appeal of the EUIPO of 19 July 2021 [25].]  [35:  Case R 2006/2020-2 In re Shape Sols. GmbH,  Decision of the 2nd Board of Appeal of the EUIPO of 19 July 2021 [40].] 

Article 7(1)(d) of the Regulation prohibits the registration of generic marks as EU trade marks. This means that marks made up exclusively of words or indications that have become part of everyday language or common practice in a specific trade at the relevant time cannot be registered. Such marks lack distinctive character and cannot fulfil “the essential function of the trade mark  which is to guarantee the identity of the origin of the marked goods or service to the consumer or end user.” [footnoteRef:36] It is important to note that this restriction is based on the current usage of the signs in the relevant trade sectors for which the mark is being applied, not on their potential future use.[footnoteRef:37] Generic signs are unable to denote the specific source of the goods and services in question, thus failing to fulfil the essential function of trade marks.[footnoteRef:38] Classic examples of trade marks that became generic over time include "escalator," which used to be a trade mark for the Otis Elevator company, and "linoleum." [36:  C-517/99, Bravo, Judgment of the Court of 05 October 2001, [22].]  [37:   C-517/99, Bravo, Judgment of the Court of 05 October 2001, [35].]  [38:   T-322/03, Telefon & Buch v OHMI - Herold Business Data (WEISSE SEITEN), Judgment of the General Court (Third Chamber) of 16 March 2006, [52].] 



2.2.3. Acquired distinctiveness
The bar to registration pursuant to Article 7 (1) (b)-(d) of the Regulation discussed above is not absolute but is subject to a proviso. A sign that is inherently unregistrable can still be registered if it has gained distinctive character in relation to the specific goods or services for which registration is sought due to its use. [footnoteRef:39]  This means that consumers have become accustomed to seeing the sign as indicating a particular trade origin, i.e. where such characteristics have been nurtured. [footnoteRef:40] The Court of Justice has ruled that a previously non-distinctive, descriptive, or generic sign can be registered “following the use which has been made of it, it has come to identify the product in respect of which registration is applied for as originating from a particular undertaking and thus to distinguish that product from goods of other undertakings.”[footnoteRef:41] For the trade mark to be registered, it must have gained distinctiveness among a significant proportion of current and potential customers. [footnoteRef:42] [39:  EU Trade Mark Regulation, Article 7(3).]  [40:  Lionel Bently, Brad Sherman, Dev Gangjee and Phillip Johnson, ‘Intellectual property Law’ (6th edn., OUP 2022) 989. ]  [41:  Joined cases C-108/97 and C-109/97 Windsurfing Chiemsee, Judgment of the Court of 4 May 1999, [46]. ]  [42:  Joined cases C-108/97 and C-109/97 Windsurfing Chiemsee, Judgment of the Court of 4 May 1999, [52].] 

The Court has outlined specific types of evidence that can help support a claim that a trade mark has acquired distinctiveness. These include the market share held by the mark, the extent and duration of its use, the investment in promoting the mark, the proportion of consumers who identify goods with the mark, and statements from trade and professional associations. [footnoteRef:43]  The applicant must request an examination of acquired distinctiveness and demonstrate that the mark had acquired distinctiveness through prior use before the date of the application for registration.[footnoteRef:44] Coming back to the “Mango Kush” example discussed above, the applicant might have succeeded to register the trade mark for the disputed classes where they had shown such acquired distinctiveness as prescribed by the factors laid down by the CJEU in the Windsurfing Chiemsee decision. [43:  Joined cases C-108/97 and C-109/97 Windsurfing Chiemsee, Judgment of the Court of 4 May 1999, [52]]  [44:  Guidelines for Examination of European Union Trade Marks,  European Union Intellectual Property Office (EUIPO) Part B Examination Section 4, Absolute grounds for refusal Section 4 Absolute grounds for refusal — Chapter 14 Acquired distinctiveness through use (Article 7(3) EUTMR) 3.1. available at: <https://guidelines.euipo.europa.eu/binary/2214311/2000150000> ] 


	2.2.4.Morality and public policy: Article 7 (1)(f) EU Trade Mark Regulation
The most contentious issue in registering trade marks for cannabis-related products and services is the rule that trade marks "contrary to public policy or to accepted principles of morality" cannot be registered pursuant to Article 7(1)(f) EU Trade Mark regulation. This rule cannot be overcome by showing that the mark has acquired distinctiveness. Cannabis consumption for recreational use remains  illegal in many  European Union states.[footnoteRef:45] Even medical uses for cannabis are still illegal in some  European Union countries.[footnoteRef:46] Using trade marks to promote cannabis-related products or services could be seen as counterproductive to a public policy aiming to discourage the use of such products and their registration seen as a government-agency vetting of such uses. For the EUIPO as an EU Agency, the issue is more complex because criminal issues are usually subject to the national law of Member States, as the EU has very limited competence on such matters.[footnoteRef:47] The divergent national approaches taken in EU Member States may make a common approach more difficult. [45:  European Monitoring Centre for Drugs and Drug Addiction, ‘Cannabis laws in Europe: questions and
answers for policymaking’ (2023) Publications Office of the European Union, Luxembourg, p.19. <file:///C:/Users/sbrr559/Downloads/20232262_pdf_td0923192enn_002%20(1).pdf> accessed 16.08.2024.]  [46:  See the illustrative map at The Canimaga, ‘Where cannabis is legal in Europe’ <https://cannigma.com/where-cannabis-is-legal-in-europe/> accessed 09 July 2024. ]  [47:  Consolidated Version of the Treaty on the functioning of the European Union [2012] OJ C 326/47 (TFEU),
 Article 83.] 

The terms covered within Article 7(1)(f) of the Regulation are challenging to apply because they are very abstract and require interpretation by examining bodies and courts.[footnoteRef:48] The CJEU recently considered this provision in a decision. [footnoteRef:49] Constantin Film Produktion, the production company of the film “Fack Ju Göhte,” tried to register the title of the film as a word sign in 2015 at EUIPO. The title is related to the famous German author Johann Wolfgang von Goethe and is a phonetic transcription in German of the term ‘Fuck you’. The examiner rejected the registration, and the 5th Board of Appeal dismissed Constantin Film's appeal. The General Court also upheld the decision to reject the registration. [footnoteRef:50] [48:  Yann Basire and Stefan Martin, ’Public Policy and Morality in Trademark Examination in the European Union’ (2023) The Trademark Reporter 590-629,  597.]  [49:  C-240/18 P - Constantin Film Produktion v EUIPO, Judgment of the Court (Fifth Chamber) of 27 February 2020.]  [50:  T-69/17 Constantin Film Produktion v EUIPO, Judgment of the General Court (Sixth Chamber) of 24 January 2018. ] 

The CJEU upheld the Advocate General's position, stating that the concept refers to the fundamental moral values and standards adhered to by a society at a given time. These values and norms may change over time and differ from place to place and should be determined based on the social consensus prevailing in that society at the time of the assessment.[footnoteRef:51] When making this determination, the social context, including cultural, religious, or philosophical diversities, should be taken into account in order to objectively assess what that society considers morally acceptable at that time. [footnoteRef:52] The Court explained how an assessment would take place. It would not be enough for the sign to be in bad taste but rather it must "be perceived as contrary to the fundamental moral values and standards of society as they exist at that time" by the relevant public. [footnoteRef:53] The examination would need to be based on "the perception of a reasonable person with average thresholds of sensitivity and tolerance, taking into account the context in which the mark may be encountered and, where relevant, the particular circumstances of the part of the Union concerned." [footnoteRef:54] Legislation, administrative practices, and public opinion would be relevant in this context. [51:  C-240/18 P - Constantin Film Produktion v EUIPO, Judgment of the Court (Fifth Chamber) of 27 February 2020 [39].]  [52:  C-240/18 P - Constantin Film Produktion v EUIPO, Judgment of the Court (Fifth Chamber) of 27 February 2020 [39].]  [53:  C-240/18 P - C Constantin Film Produktion v EUIPO, Judgment of the Court (Fifth Chamber) of 27 February 2020 [41].]  [54:  C-240/18 P - Constantin Film Produktion v EUIPO, Judgment of the Court (Fifth Chamber) of 27 February 2020 [42].] 

Another point barring trade mark registration is public policy. The CJEU did not discuss this ground in the decision as it was not raised. However, Advocate General Bobek provided some guidance within his opinion. He found that the concept would relate to "a normative vision of values and goals, defined by the relevant public authority… Public policy thus expresses the public regulator’s wishes as to the norms to be respected in society.” [footnoteRef:55] The following section will discuss some cases of how this absolute ground was discussed in relation to trade mark applications before the EUIPO for cannabis-related products and services.  [55:  Case C-240 Constantin Film Produktion v EUIPO, Opinion of AG of Bobek, [76].] 

a). “Cannabis Store Amsterdam”
The examining divisions of the EUIPO have had numerous occasions to assess trade mark applications for cannabis-related products and services.[footnoteRef:56] One of the notable cases involving the morality exclusion in relation to cannabis-related products was the Amsterdam Cannabis decision, which was brought before the General Court of the European Union, which is the EU’s second highest court.[footnoteRef:57] In this case, the applicant sought to register a specific sign as an EU trade mark and sought registration for classes 30,[footnoteRef:58]  Class 32,[footnoteRef:59] and 43.[footnoteRef:60]  [56:  According to Bourdeau and Martin, the EUIPO has rejected a dozen applications that included the word “cannabis” or similar denominations on the absolute ground of public order in 2019 alone - Leonie Bourdeau, Stefan Martin, ‘General Court confirms rejection of cannabis trade mark on the ground of public order pursuant to art.7(1)(f) of European Union Trade Mark Regulation (EUTMR): Cannabis Store Amsterdam (T-683/18) EU:T:2019:855’, (2020) EIPR 378-380, 380.]  [57:  T-683/18 - Conte v EUIPO (CANNABIS STORE AMSTERDAM) Judgment of the General Court (Seventh Chamber) of 12 December 2019.]  [58:  (‘Baked goods, confectionery, chocolate and desserts; Salts, seasonings, flavourings and condiments; Ice, ice creams, frozen yoghurts and sorbets; Savoury pastries’]  [59:  ‘Soft drinks; Beer and brewery products; Preparations for making beverages’.]  [60:  Services for providing food and drink’.] 
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(Fig. 2; “Cannabis Store Amsterdam” figurative mark)
The examiner initially rejected the application due to a lack of distinctive character and descriptiveness. The applicant appealed this decision before the Board of Appeal. Interestingly, the second Board of Appeal additionally raised the ground of refusal based on Article 7(1)(f) EU Trade Mark Regulation, which was not raised by the examiner in its decision. The appeal was dismissed, with the Board finding that the application would be contrary to public policy. It argued that the recreational use of cannabis containing more than 0.2% of THC was illegal in many EU Member States. The applicant then sought to annul this decision, which meant that the General Court of the EU had to decide the issue.
It is important to note that the Court made a significant observation concerning Article 7(1)(f) of the EU Trade Mark Regulation. The Court emphasized that the absolute ground for refusal applies even if the grounds of non-registrability only exist in part of the Union, such as in one Member State, as stipulated in Article 7(2) of the Regulation.[footnoteRef:61] The Court made an important finding regarding the relevant public from whose viewpoint the question of immorality would be assessed. The applicant argued that this public would mainly consist of younger people aged between 20 and 30. It was suggested that younger people would be less offended by trade marks promoting cannabis products. However, the Court disagreed with this argument and pointed out that the relevant public was broader and included "other persons who, without being interested in those goods and services, will encounter that sign incidentally in their day-to-day lives."[footnoteRef:62] [61:  T-683/18 - Conte v EUIPO (CANNABIS STORE AMSTERDAM) Judgment of the General Court (Seventh Chamber) of 12 December 2019, [29.]  [62:  T-683/18 - Conte v EUIPO (CANNABIS STORE AMSTERDAM) Judgment of the General Court (Seventh Chamber) of 12 December 2019, [33]. ] 

In relation to the assessment of public policy, the applicant argued that the requested registration would not involve any illegal narcotic substance. Even if it did, that would not necessarily violate public policy unless the mark encouraged, trivialised, or approved the use or consumption of an illegal narcotic substance. The applicant also argued that the difference between the classes for which the trade mark was sought and the typical consumption of marijuana by smoking would make the decision of the Board of Appeal unfounded. The applicant referred to a decision of the cancellation division of the EUIPO concerning the sign 'COCAINE' for goods in classes 3, 25, and 32 (particularly beer), where consumption patterns were relevant in determining whether Article 7(1)(f) of the EU Trade Mark Regulation would apply.
The Court then outlined the Board considerations in relation to the term cannabis which could have 3 possible meanings. The Board agreed with the applicant’s view that the term should not be automatically understood as referring to a narcotic unless there were ‘further indications’ to that effect.[footnoteRef:63] Thus the Court agreed that the Board were entitled to investigate these further indications in relation to the public’s perception of the sign in question. It held that the Board were correct to analyse the  [63:  T-683/18 - Conte v EUIPO (CANNABIS STORE AMSTERDAM) Judgment of the General Court (Seventh Chamber) of 12 December 2019, [62].] 

combined presence, in the sign at issue, of the stylised representation of the cannabis leaf, the media symbol for marijuana, and the word ‘amsterdam’, referring to the fact that the city of Amsterdam has many points of sale for the narcotic derived from cannabis, due to the sale of cannabis being tolerated under certain conditions in the Netherlands, made it very likely that the consumer, in the circumstances of the present case, would interpret the word ‘cannabis’ as referring to the narcotic substance which is illegal in ‘many countries of the European Union.’[footnoteRef:64]  [64:  T-683/18 - Conte v EUIPO (CANNABIS STORE AMSTERDAM) Judgment of the General Court (Seventh Chamber) of 12 December 2019, [64].] 

The court further stated that the dominant element of the sign, i.e. the word ‘cannabis’, 
will be perceived by the relevant English-speaking public as meaning ‘cannabis shop in Amsterdam’ and by the relevant non-English-speaking public as ‘cannabis in Amsterdam’, which, in both cases, coupled with the image of the cannabis leaves, the media symbol for marijuana, is a clear and unequivocal reference to the narcotic substance which is sold there.[footnoteRef:65]  [65:  T-683/18 - Conte v EUIPO (CANNABIS STORE AMSTERDAM) Judgment of the General Court (Seventh Chamber) of 12 December 2019, [65]. ] 

The Court then examined whether the sign would go against public policy. To do this, the Court referred to the Attorney General's opinion in the 'Fack Ju Göhte' decision. The Court observed that in Member States where the use of cannabis is prohibited, it is a sensitive issue due to its implications for public health. The prohibition of cannabis is seen as safeguarding “an interest which those Member States consider to be fundamental in accordance with their own systems of values.”[footnoteRef:66] As a result, the regulation of cannabis use becomes a public policy issue under Article 7(1) in conjunction with Article 7(2) of the EU Trade Mark Regulation.[footnoteRef:67] [66:  T-683/18 - Conte v EUIPO (CANNABIS STORE AMSTERDAM) Judgment of the General Court (Seventh Chamber) of 12 December 2019, [74]. ]  [67:  T-683/18 - Conte v EUIPO (CANNABIS STORE AMSTERDAM) Judgment of the General Court (Seventh Chamber) of 12 December 2019, [74]. ] 

The Court held that it was immaterial whether the Boards omitted to assess whether the sign in question would encourage, trivialise, or convey approval of the use of an illegal narcotic substance. Based on its own assessment of the relevant public and their perception of the sign as containing illegal narcotic substances, the Court found that this would suffice to trigger the absolute ground of Article 7(1)(f) of the Regulation.[footnoteRef:68] The fact that signs such as the Cocaine example mentioned by the applicant were registered at the EUIPO would be irrelevant since the decision of the examining division would not bind the Boards of the EUIPO or the EU courts. [footnoteRef:69] Thus, the case brought by the applicant was unsuccessful. [68:  T-683/18 - Conte v EUIPO (CANNABIS STORE AMSTERDAM) Judgment of the General Court (Seventh Chamber) of 12 December 2019, [77]. ]  [69:  T-683/18 - Conte v EUIPO (CANNABIS STORE AMSTERDAM) Judgment of the General Court (Seventh Chamber) of 12 December 2019, [79].] 

b.) “Bavaria Weed”
A subsequent application of the ‘Cannabis Store Amsterdam’ decision can be seen in the Bavaria Weed decision by the 10th chamber of the General Court.[footnoteRef:70] The Bavaria Weed GmbH sought to register a figurative mark (see below; fig. 3) in relation to services in classes 35[footnoteRef:71], 39[footnoteRef:72], 42[footnoteRef:73] and 44[footnoteRef:74]. The examiner at the EUIPO rejected the application based on Article 7(1)(f) of the EU Trade Mark Regulation; the subsequent appeal was rejected by the 5th Appellate Chamber at the EUIPO against which the applicant sought recourse to the EU General Court. It was submitted that the Board erred in applying Article 7(1)(f) of the Regulation and that it had violated the principles of equitable treatment and good administration. [70:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021.]  [71:  “Distribution of medical cannabis; Distribution of medical cannabis to pharmacies and doctors, in particular via an online shop; Procurement services relating to medical cannabis; Public relations with the aim of marketing medical cannabis; merchandising”]  [72:  “Medical Cannabis Storage; Packaging and shipping of medical cannabis”]  [73:  “Conducting technical tests on pharmaceuticals; Development of pharmaceutical preparations and medications; medical laboratory services; development of pharmaceutical products; Medical and pharmaceutical research services; Services for evaluating the effectiveness of pharmaceuticals; Evaluation of pharmaceutical products; Information on medical and scientific research results on medicines and clinical trials; Quality testing for pharmaceutical products; biomedical research; pharmaceutical research and development; Pharmaceutical development of drugs; Research and development of vaccines and medicines”]  [74:  “Preparation of prescriptions in pharmacies; pharmaceutical services; Advisory and information services relating to pharmaceutical products; Production of medical cannabis, namely cultivation, refinement and processing of cannabis for medical purposes; preparation and administration of medication; Information on pharmaceutical products; information relating to medicines; Information for patients in the field of medication dosage; Advice and information services relating to pharmaceutical products via the Internet; Preparation of medication according to prescription in pharmacies; Refinement of medical cannabis; dispensing of pharmaceuticals; Preparation and dispensing of medication; Advice in the field of healthcare; Pharmacy consultations; Pharmaceutical advice.”] 

. [image: A logo with a lion holding a leaf
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(Fig. 3; “BavariaWeed” figurative mark)

The Court followed its precedent in Cannabis Store Amsterdam concerning the relevant public and the definitions of public order. The discussion in this case largely revolved around establishing the relevant public for an assessment of Article 7(1)(f) of the Regulation. The Court adopted the approach taken by the EUIPO’s Board of Appeal, which considered the relevant public to consist of doctors, pharmacists, patients, and average consumers. Additionally, the assessment included individuals who may encounter the sign in their daily lives but have no interest in the services. It was also noted that English-speaking people were considered relevant in this context. These considerations were not disputed by the claimant.[footnoteRef:75] [75:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021. [21] – [23].] 

  Arguably to avoid the application of the absolute ground of refusal, the claimant argued that the term "Weed" in relation to cannabis should be perceived as referring only to its therapeutic uses rather than recreational uses to avoid refusal of the trade mark, as done in other Member States.[footnoteRef:76] The Court however found that the juxtaposition of “Weed” with the hemp leaf would not be perceived as a designation for its therapeutic uses by the relevant public but would rather describe the psychoactive substance.[footnoteRef:77] The Court relied on the CJEU’s approach in the ‘Fack Ju Göhte’ decision that the mark should not be assessed abstractly, but rather how the relevant public would perceive it, taking into account its “concrete and contemporary social context”.[footnoteRef:78]  The Court referred to the Oxford English dictionary which states that in slang it would stand for [t]he cannabis plant, Cannabis sativa; esp. (as a mass noun) this prepared or used especially as a recreational drug.”[footnoteRef:79] This would mean that the use of the term “weed” would connote the recreational use “to achieve a feeling of intoxication, elation or delirium” [footnoteRef:80] and is precisely “not used to designate medicinal products or treatments based on cannabis.[footnoteRef:81] The EUIPO noted that the terms, “pot”, “grass”, “herb”, “boom”, “dope”, or the German term “Gras” are used as synonyms.[footnoteRef:82]  [76:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021. [25]]  [77:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021. [21]]  [78:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021.[26].]  [79:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021.[28].]  [80:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021.[29].]  [81:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021.[30].]  [82:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021. [29].] 

Furthermore, the applicant could not rely on the fact that the services sought to be provided under the sign in question being, assumably, as the Court observed, legal, would not change its perception by the relevant circles. However, such an approach would undermine the application of the absolute ground of refusal.[footnoteRef:83] Furthermore, some of the services for which the trade mark has been applied for would not relate to therapeutic uses, but rather to merchandising. Moreover, the relevant groups would not be able to distinguish between legal therapeutic uses and illegal ones typically associated with the word “hemp.”[footnoteRef:84]    [83:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021. [31].]  [84:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021. [33].] 

The claimant also submitted that public order would not be violated since there would be a shift towards legalising Cannabis concerning therapeutic uses.[footnoteRef:85] However, this argument was insufficient to override the absolute ground for refusal. Although Article 7(1) of the EU Trade Mark Regulation does not define public order or regulate the use of narcotics, Article 7(2) of the Regulation makes the absolute ground within Article 7(1) applicable, even if it applies only in part of the Union, leading to discrepancies in assessing public order among Member States. The Court acknowledged that not every violation of the law would constitute a violation of public order. The fact that marijuana is considered an illegal substance, and its consumption is often penalised in many Member States, would lead to the use of the sign in question being regarded, at the very least, as promoting the consumption of an illegal substance. Additionally, combatting the use of marijuana is based on public health concerns, which could be regarded as fundamental in the Member States in question, thus placing its regulation as a matter of public order pursuant to Article 7(1)(f) EU Trade Mark Regulation. Finally, these considerations are reinforced by EU law related to combatting illicit drug trafficking,[footnoteRef:86] and the Union’s goal to reduce “drugs-related health damage, including information and prevention,”[footnoteRef:87] according to the Court. [85:  The claimant here submitted the European Parliament’s resolution on use of cannabis for medicinal purposes - European Parliament resolution of 13 February 2019 on use of cannabis for medicinal purposes (2018/2775(RSP)) OJ C 449, 23.12.2020, p. 115–118.]  [86:  Consolidated Version of the Treaty on the functioning of the European Union [2012] OJ C 326/47 (TFEU), Article 83 (1).]  [87:  TFEU, Article 168(1) 3.] 

The Court added that these points could not be challenged with the applicant’s submission that a tendency to legalise the use and consumption of cannabis products would exist.[footnoteRef:88] The Court found that there is no universally accepted or prevalent tendency towards legalising products containing more than 0.2% THC, whether for therapeutic or recreational use.[footnoteRef:89] The European Parliament’s resolution highlights the ongoing controversy.[footnoteRef:90] Finally, the Court stated that the EU legislator does not possess the legislative competence to create laws regarding the therapeutic use of cannabis and dismissed the case.[footnoteRef:91]  [88:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021. [46].]  [89:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021. [45].]  [90:   “whereas EU Member States differ widely in their approach to cannabis legislation, including their legislation on cannabis for medical purposes, such as on the maximum allowed levels of THC and CBD concentrations, which can lead to difficulties for countries applying a more prudent approach;” – European Parliament resolution of 13 February 2019 on use of cannabis for medicinal purposes (2018/2775(RSP)) OJ C 449, 23.12.2020, p. 115–118, F.]  [91:  T-178/20 - Bavaria Weed v EUIPO (BavariaWeed) Judgment of the General Court (Tenth Chamber) of 12 May 2021 [49].] 

c.) “Well Weed”
Similar considerations were applied in the “Well Weed” decision by the EUIPO’s 5th Board of Appeal. The applicant sought to register the figurative mark (below Fig. 4) concerning Class 22 - hemp and 34 - Tobacco and tobacco products, including substitutes.
[image: Well weed]
(Fig. 4; “Well Weed” figurative mark)
Again, the examiner rejected the application under Article 7(1)(f) EU Trade Mark Regulation. The word “Weed” within the expression “Well Weed” would provide a positive message to reasonable English-speaking consumers in the EU about an activity, which is deemed illegal within many EU Member States.[footnoteRef:92] The applicant’s request to annul the examiner’s decision was rejected by the Board of Appeal as being unfounded which held that the term “weed” would include, inter alia, a reference to marijuana by referring to the online Merriam-Webster dictionary.[footnoteRef:93] The addition of the term “Well” would create a positive connotation of the characteristics of the goods in question.[footnoteRef:94] The Board acknowledged the applicant's submission whereby the CJEU’s decision in CBD would need to be taken into account. [footnoteRef:95] There, the Court held that hemp, within statutory limits, may be freely marketed and thus could not be considered contrary to accepted principles of morality.  [92:  R 213/2021-5, WELL WEED, Decision of the Fifth Board of Appeal
of 04 March 2021 [3].]  [93:  R 213/2021-5, WELL WEED, Decision of the Fifth Board of Appeal
of 04 March 2021 [22].]  [94:  R 213/2021-5, WELL WEED, Decision of the Fifth Board of Appeal
of 04 March 2021 [23].]  [95:   C-663/2018; Commercialisation du cannabidiol — CBD, Judgment of the Court (Fourth Chamber) of 19 November 2020.] 

The Board acknowledged that there are discussions about the use of cannabis containing tetrahydrocannabinol THC for therapeutic or recreational purposes, aiming to classify them as non-narcotic. However, the examiner was not wrong in rejecting the application as the use of such cannabis remains illegal in many EU Member States.[footnoteRef:96] The Board pointed out that in Member States where English is widely spoken, such as Finland, Ireland, and Sweden, products derived from cannabis with a THC content exceeding 0.2% are considered illegal drugs. In addition, the content of THC would not be relevant anyway since the intended use of the products under the trade mark by the applicant would be irrelevant. This is based on the Cannabis Store Amsterdam decision which states that consideration “must be based solely on the intrinsic characteristics of the sign forming the subject of the trade mark application and on the perception of the relevant public”.[footnoteRef:97] Thus, the relevant public would link with illegal substances “regardless of whether or not illegal compounds are present in the goods designated by the trade mark.”[footnoteRef:98] The use of the colour green in the figurative mark would increase the association with the cannabis plant while the two wavy lines would not distract from that connotation but rather could be seen as initials of the word elements.[footnoteRef:99] The Board then reiterated the findings discussed above in Bavaria Weed in relation to public health being a matter of public interest and the EU dimension.[footnoteRef:100] Thus, the applicant’s appeal was rejected. [96:  R 213/2021-5, WELL WEED, Decision of the Fifth Board of Appeal
of 04 March 2021 [27] – [29].]  [97:  R 213/2021-5, WELL WEED, Decision of the Fifth Board of Appeal
of 04 March 2021 [36].]  [98:  R 213/2021-5, WELL WEED, Decision of the Fifth Board of Appeal
of 04 March 2021 [36].]  [99:  R 213/2021-5, WELL WEED, Decision of the Fifth Board of Appeal
of 04 March 2021 [36].]  [100:  R 213/2021-5, WELL WEED, Decision of the Fifth Board of Appeal
of 04 March 2021 [40].] 


3. Conclusion

This chapter has outlined the issues that applicants wishing to register EU Trade Marks in relation to cannabis-related products and services face. There are quite substantial hurdles to take as shown. The criteria of distinctiveness and descriptiveness may disallow descriptive or suggestive terms from being registered as EU trade marks as seen in the “Bavarian Weed”, “Well Weed” or “Mango Kush” decisions discussed above. This would also mean that the use of slang words would not be advisable, [footnoteRef:101] since relevant consumer groups would easily make a mental connection with cannabis. Here, applicants would likely need to demonstrate that the terms they seek to register as EU Trade Marks have acquired distinctiveness, which sets separate hurdles in demonstrating that the relevant consumers perceive the sign as designating that the products or services originate from a particular source. For the time being trade mark referring to cannabis will struggle to get registered as an EU Trade Mark as observed by Bordeau and Martin who provide a list of rejections of applications at the EUIPO using the word “cannabis” or similar words.[footnoteRef:102] [101:  The following examples have been listend by Martin and Basire: “Mango Kush”, “Durban Poison”, “Green Gelato”, “Exodus Cheese”, “Lickweed”, “Amnesia Haze” and “Northern Lights” - Yann Basire and Stefan Martin, ’Public Policy and Morality in Trademark Examination in the European Union’ (2023) The Trademark Reporter 590-629,  614.]  [102:  Leonie Bourdeau, Stefan Martin, ‘General Court confirms rejection of cannabis trade mark on the
ground of public order pursuant to art.7(1)(f) of European Union Trade Mark Regulation (EUTMR): Cannabis Store Amsterdam (T-683/18) EU:T:2019:855’, (2020) EIPR 378-380, 280.] 

The other significant hurdle is of course Article 7(1)(f) of the EU Trade Mark Regulation. The fact that the consumption of cannabis is still regarded as illegal in many EU Member States will make it difficult for such trade marks to be registered as discussed due to Article 7(2) of the Regulation. This situation is likely to remain as it is unless a wide change in policies towards wider legalisation of cannabis within EU Member States occurs. A different situation may arise where the mark in question is sought for products in classes 3 (cosmetics) or 44 medical services, suggesting non-recreational uses. But as seen in the “Bavaria Weed” decision, utter care should be given not to convey any message with the sign that that may be regarded as promoting or inciting the use of illegal drugs. There, the applicant sought to register the sign for services related to cannabis for therapeutic purposes. But the seemingly clever “tongue-in-cheek” approach in choosing the term “weed” backfired. In summary, the bar of public policy is still quite significant for seeking registration for cannabis-related products or services in the EU. This, of course, may change over time and the new German legislation may lead to “the dawn of a new era for cannabis policy in Europe.”[footnoteRef:103] But much remains to be seen and Germany’s move to legalise some uses of cannabis for recreational uses may not be the expected watershed moment quite yet. Or, in short: "Eine Schwalbe macht noch keinen Sommer."[footnoteRef:104] [103:  Jakob Manthey, Jürgen Rehm, and Uwe Verthein, ‘Germany’s cannabis act: a catalyst for European drug policy reform?’ (2024) The Lancet Regional Health – Europe p. 6. <https://doi.org/10.1016/j.lanepe.2024.100929> accessed 15.08.2024.]  [104:  German proverb which can be translated as “[i]t takes more than a swallow to make a summer.”] 
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